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37 CFR Ch. I (7–1–10 Edition) § 2.85 

an application may be submitted only 
upon petition to the Director to restore 
jurisdiction over the application to the 
trademark examining attorney for con-
sideration of the amendment and fur-
ther examination. The amendment of 
an application that is the subject of an 
inter partes proceeding before the 
Trademark Trial and Appeal Board is 
governed by § 2.133. 

[68 FR 55765, Sept. 26, 2003, as amended at 73 
FR 67770, Nov. 17, 2008] 

CLASSIFICATION 

§ 2.85 Classification schedules. 
(a) International classification system. 

Section 6.1 of this chapter sets forth 
the international system of classifica-
tion for goods and services, which ap-
plies for all statutory purposes to: 

(1) Applications filed in the Office on 
or after September 1, 1973, and result-
ing registrations; and 

(2) Registrations resulting from ap-
plications filed on or before August 31, 
1973, that have been amended to adopt 
international classification pursuant 
to § 2.85(e)(3). 

(b) Prior United States classification 
system. Section 6.2 of this chapter sets 
forth the prior United States system of 
classification for goods and services, 
which applies for all statutory pur-
poses to registrations resulting from 
applications filed on or before August 
31, 1973, unless: 

(1) The registration has been amend-
ed to adopt international classification 
pursuant to § 2.85(e)(3); or 

(2) The registration was issued under 
a classification system prior to that 
set forth in § 6.2. 

(c) Certification marks and collective 
membership marks. Sections 6.3 and 6.4 
specify the system of classification 
which applies to certification marks 
and collective membership marks in 
applications based on sections 1 and 44 
of the Act, and to registrations result-
ing from applications based on sections 
1 and 44. These sections do not apply to 
applications under section 66(a) or to 
registered extensions of protection. 

(d) Section 66(a) applications and reg-
istered extensions of protection. In an ap-
plication under section 66(a) of the Act 
or registered extension of protection, 
the classification cannot be changed 

from the classification assigned by the 
International Bureau of the World In-
tellectual Property Organization, un-
less the International Bureau corrects 
the classification. Classes cannot be 
added, and goods or services cannot be 
transferred from one class to another 
in a multiple-class application. 

(e) Changes to Nice Agreement. The 
international classification system 
changes periodically, pursuant to the 
Nice Agreement Concerning the Inter-
national Classification of Goods and 
Services for the Purposes of the Reg-
istration of Marks. These changes are 
listed in the International Classification 
of Goods and Services for the Purposes of 
the Registration of Marks, which is pub-
lished by the World Intellectual Prop-
erty Organization. 

(1) If international classification 
changes pursuant to the Nice Agree-
ment, the new classification applies 
only to applications filed on or after 
the effective date of the change. 

(2) In a section 1 or section 44 appli-
cation filed before the effective date of 
a change to the Nice Agreement, the 
applicant may amend the application 
to comply with the requirements of the 
current edition. The applicant must 
comply with the current edition for all 
goods or services identified in the ap-
plication. The applicant must pay the 
fees for any added class(es). 

(3) In a registration resulting from a 
section 1 or section 44 application that 
was filed before the effective date of a 
change to the Nice Agreement, the 
owner may amend the registration to 
comply with the requirements of the 
current edition. The owner must re-
classify all goods or services identified 
in the registration to the current edi-
tion. The owner must pay the fee re-
quired by § 2.6 for amendments under 
section 7 of the Act. The owner may re-
classify registrations from multiple 
United States classes (§ 2.85(b)) into a 
single international classification, 
where appropriate. 

(f) Classification schedules shall not 
limit or extend the applicant’s rights, 
except that in a section 66(a) applica-
tion, the scope of the identification of 
goods or services for purposes of per-
missible amendments (see § 2.71(a)) is 
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U.S. Patent and Trademark Office, Commerce § 2.87 

limited by the class, pursuant to 
§ 2.85(d). 

[73 FR 67770, Nov. 17, 2008] 

§ 2.86 Application may include mul-
tiple classes. 

(a) In a single application, an appli-
cant may apply to register the same 
mark for goods and/or services in mul-
tiple classes. The applicant must: 

(1) Specifically identify the goods or 
services in each class; 

(2) Submit an application filing fee 
for each class, as set forth in § 2.6(a)(1); 
and 

(3) Include either dates of use (see 
§§ 2.34(a)(1)(ii) and (iii)) and one speci-
men for each class, or a statement of a 
bona fide intention to use the mark in 
commerce on or in connection with all 
the goods or services specified in each 
class. The applicant may not claim 
both use in commerce and a bona fide 
intention to use the mark in commerce 
for the identical goods or services in 
one application. 

(b) An amendment to allege use 
under § 2.76 or a statement of use under 
§ 2.88 must include, for each class, the 
required fee, dates of use, and one spec-
imen. The applicant may not file the 
amendment to allege use or statement 
of use until the applicant has used the 
mark on all the goods or services, un-
less the applicant files a request to di-
vide. See § 2.87 for information regard-
ing requests to divide. 

(c) The Office will issue a single cer-
tificate of registration for the mark, 
unless the applicant files a request to 
divide. See § 2.87 for information re-
garding requests to divide. 

[64 FR 48923, Sept. 8, 1999, as amended at 70 
FR 2953, Jan. 19, 2005; 73 FR 67771, Nov. 17, 
2008] 

§ 2.87 Dividing an application. 
(a) Application may be divided. An ap-

plication may be divided into two or 
more separate applications upon the 
payment of a fee for each new applica-
tion created and submission by the ap-
plicant of a request in accordance with 
paragraph (d) of this section. 

(b) Fee. In the case of a request to di-
vide out one or more entire classes 
from an application, only the fee for di-
viding an application as set forth in 

§ 2.6(a)(19) will be required. However, in 
the case of a request to divide out 
some, but not all, of the goods or serv-
ices in a class, the applicant must sub-
mit the application filing fee as set 
forth in § 2.6(a)(1) for each new separate 
application to be created by the divi-
sion, in addition to the fee for dividing 
an application. 

(c) Time for filing. (1) A request to di-
vide an application may be filed at any 
time between the application filing 
date and the date on which the trade-
mark examining attorney approves the 
mark for publication; or during an op-
position, concurrent use, or inter-
ference proceeding, upon motion grant-
ed by the Trademark Trial and Appeal 
Board. 

(2) In an application under section 
1(b) of the Act, a request to divide may 
also be filed with a statement of use 
under § 2.88 or at any time between the 
filing of a statement of use and the 
date on which the trademark exam-
ining attorney approves the mark for 
registration. 

(3) In a multiple-basis application, a 
request to divide out goods or services 
having a particular basis may also be 
filed during the period between the 
issuance of the notice of allowance 
under section 13(b)(2) of the Act and 
the filing of a statement of use under 
§ 2.88. 

(d) Form. A request to divide an appli-
cation should be made in a separate 
document from any other amendment 
or response in the application. The 
title ‘‘Request to Divide Application’’ 
should appear at the top of the first 
page of the document. 

(e) Outstanding time periods apply to 
newly created applications. Any time pe-
riod for action by the applicant which 
is outstanding in the original applica-
tion at the time of the division will 
apply to each separate new application 
created by the division, except as fol-
lows: 

(1) If an Office action pertaining to 
less than all the classes in a multiple- 
class application is outstanding, and 
the applicant files a request to divide 
out the goods, services, and/or class(es) 
to which the Office action does not per-
tain before the response deadline, a re-
sponse to the Office action is not due in 
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